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Chambers & Partners employ a large team of full-time researchers (over
140) in their London office who interview thousands of clients each
year. This section is based on these interviews. The advice in this section
is based on the views of clients with in-depth international experience.
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The ‘Trends & Developments’ sections give an overview of current
trends and developments in local legal markets. Leading lawyers analyse particular trends or provide a broader discussion of key developments in the jurisdiction.
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Trends & Developments
Contributed by KEIL & SCHAAFHAUSEN
KEIL & SCHAAFHAUSEN’s practice covers all areas of
patent litigation, namely litigation in patent prosecution
matters (at the German Court for Patent and Trade mark
matters (BPatG) and German High Court and litigation in

Civil courts in all levels (District Court, Court of Appeals).
The 12-strong team is supported by the firm’s wider expertise in commercial litigation and arbitration.

Authors
Johann Christoph Gaedertz advises
national and international companies of
all sizes in all areas of the protection of IP
and in unfair competition law with special
emphasis on trademarks and design
patents. He has extensive experience in
complex litigation at many German courts and arbitration
panels. Johann-Christoph has special industry knowledge
in the areas of media and entertainment, telecoms,
branded goods and automotive. He is a member of GRUR,
the Studienvereinigung Kartellrecht e.V. (ie German cartel
lawyers association) and is active in the ICC.

Jan Dombrowski advises national and
international companies of all sizes in all
areas of IP and unfair competition law
with special emphasis on patents and
utility models. In this context he advises
and represents his clients in infringement
and nullity and cancellation proceedings before German
courts, arbitration panels and the German Patent Court.
Additionally, he co-ordinates multinational IP right
infringement proceedings. He also has wide experience in
licence negotiations, IP right transactions and the laws on
employees’ inventions. Jan Dombrowski is member of
GRUR, AIPPI, VPP, EPLAW, AIPLA and DCW.

The future: Unitary Patent and Unified Patent Court
At present there are two means to obtain patent protection
in Europe, namely national patents and the so-called European Patent (EP). The latter is not a truly European patent
in the sense that one registration covers all Member States
of the EU after the patent is granted. Rather, the EP must be
enforced nationally and additional translations have to be
made after it has been granted. In the near future, there will
be a third way to obtain patent protection: the Unitary Patent
(UP), which will be a truly European patent.

The new patent litigation system
A new court will be established, namely the UPC. This court
will have the exclusive competence for patent infringement
and validity actions concerning the UP. Furthermore it will
also have the jurisdiction on infringement actions based on
the EP.

The UP to be established soon will guarantee a unitary patent protection in all participating EU Member States under
the principle: one application – one validation – one renewal
fee. There will be no changes in the prosecution of an application. However, after the granting of an EP the applicant
will be able to opt into the UP. Renewal fees will be reduced
significantly. They will correspond to the total amount of the
fees for national patent applications for Germany, the UK,
France and the Netherlands.
In order to guarantee a unitary enforcement and revocation
system, a Unified Patent Court (UPC) will be established.

The UPC will comprise a Court of First Instance, a Court
of Appeal and a Registry (Art. 6 Agreement on a Unified
Patent Court (2013/C 175/01)). The Court of First Instance
will comprise a central division as well as local and regional
divisions. The central division will have its seat in Paris with
sections in London and Munich. The panels of the Court
of First Instance will have a multinational composition and
consist of three judges. Further details are regulated in Art.
8 Agreement. Divisions can generally be established in all
participating EU Member States. In infringement proceedings based on a UP the patent owner will have the freedom
to choose whether to file the action with the local division
of the Member State in which the infringement was committed or the local division of the Member State in which the
defendant has its residence. The local divisions in Germany
will be located in the cities of Düsseldorf, Mannheim, Munich and Hamburg.
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The Court of Appeal will have its seat in Luxembourg and
any panel will have a multinational composition of five judges. Three of them will be legally qualified judges of different
Contracting Member States whereas two of them will be
technically qualified judges with qualifications and experience in the field of technology concerned.
Germany is currently the most relevant patent litigation system in Europe. Approximately 90% of all patent litigation
proceedings in EU Member States are pending before German, French, British and Dutch courts. And 85% of those are
litigated in Germany in specialised German courts, namely
Düsseldorf, Mannheim, Hamburg and Munich, which have
built up a lot of knowledge and reputation in patent infringement proceedings. These locations correspond to the places
where the local division will be established.
From a practical point of view, the German patent litigation
system is very efficient and quick in comparison to all other
Member States. There are several reasons for this. One important reason is the so-called bifurcated system. Another
reason is that the German courts specialising in patent law
are very experienced because they deal with patent infringement matters only. Therefore they have the knowledge and
professionalism to be able to decide on the subject matter
without hearing any experts or obtaining expert reports
in cases which are well prepared by the parties and when
the briefs filed explain the technology at stake well. Consequently more than 80% of cases are decided without hearing an expert. This is cost-efficient and leads to decisions in
predictable timeframes. As a result, a positive first instance
decision in favour of the patent owner can be obtained quite
quickly at reasonable cost, which can put a lot of pressure on
the alleged infringer to enter into a settlement agreement.
Changes and modifications in the future
It is now an interesting question whether after the introduction of the UP and UPC system the local divisions located
in Germany will continue to have the leading position that
the German courts have built up over decades under the
current system, and whether there will be relevant impacts
and modifications for patent litigation proceedings pending before German courts acting as local divisions of the
UPC compared to the current German litigation system.
This question is of particular importance if an infringement
action based on an EP is to be filed because during the transitional period an action for infringement or revocation of
an EP may still be brought before national courts under particular circumstances.
The bifurcation
The separation of proceedings for nullity actions and patent
infringement in Germany is called bifurcation. Infringement
proceedings are litigated in civil courts, while the first instance of nullity cases are dealt with at the German Patent
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Court (BPatG) and in the appellate instance at the German
Federal Court (BGH). In infringement cases civil courts do
not make a decision on the validity of the patent in suit.
Unlike this German system, the Rules of Procedure of the
Unified Patent Court (18th Draft of 19 October 2015) do
not provide for automatic bifurcation. According to these
rules the local divisions have the discretion either to proceed
with both the action for infringement and the counterclaim
for revocation or to refer the counterclaim for revocation
for decision to the central division and suspend or proceed
with the action for infringement or, with the agreement of
the parties, to refer the case for decision to the central division. It can be assumed that German courts acting as local
divisions will likely be fond of referring the counterclaim to
the central division in order to concentrate – similar to the
bifurcation system up till now – on the infringement issues.
If the German local division is to decide on both infringement and nullity, this will be a new scenario for the legally
qualified judges of the panel. However, under Art. 8 para. 5
of the Agreement the panel can on its own initiative or upon
the request of one of the parties request the allocation of a
technical qualified judge from a pool of judges to be established under Art. 18 of the Agreement.
Injunctive relief
According to the Rules of Procedure of the Unified Patent
Court the local divisions have discretion to grant injunctive
relief or not. It is under discussion whether the German local
divisions in Germany will continue to grant injunctive relief
in cases of an infringement of a UP as in the current legal
system. Probably the current practice will continue.
Costs and reimbursement
Enforcing patents under the UPC system will most likely
be more cost-effective than patent infringement proceedings under the current German system. On the one hand the
court costs may be lower than in the current system but on
the other hand the claims for reimbursement by the prevailing party will increase.
According to the current draft of the Rules on Court Fees
and Recoverable Costs (draft of May 2015) the fees comprise two elements: fixed fees amounting to EUR11,000 and
variable fees depending on the value in dispute (between
EUR2,500 and 150,000). The court fees for nullity proceedings or counterclaims are limited to EUR20,000. For example, if the amount in dispute were EUR5 million, the court
fees for an infringement action under the current system
would amount to EUR59,208 whereas the court fees under
the UPC system would only be EUR41,000.
As in the current German infringement system, the losing
party is obliged to pay all court fees and to reimburse a par-
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ticular amount of the lawyers’ fees of the prevailing party.
However, the amount to be reimbursed will significantly
increase in the UPC system. For example, if the amount in
dispute were EUR1 million, the claims for reimbursement
by the prevailing party in current cases are approximately
EUR30,000 whereas under the UPC system they would increase to EUR150,000.
Language
The language of proceedings before any local or regional
division of the UPC will be an official EU language or one of
the official languages of the Contracting Member State hosting the relevant division. Under Art. 49 para. 3 of the Agreement the parties may agree to use the language in which the
patent was granted as the language of proceedings, subject
to approval by the competent panel. If the panel does not
approve their choice, the parties may request that the case
be referred to the central division. In cases in which the UP
was applied for and granted in the English language, it can
be assumed that the English language will become more important even in proceedings before the local division.
Representation
The parties to a lawsuit at the UPC can be represented by
lawyers authorised to practise before a court of a Contracting Member State, by European Patent Attorneys who are
entitled to act before the European Patent Office and have
appropriate qualification such as a European Patent Litigation Certificate. Unlike under the current German system,
where patent attorneys must appear together with attorneys
at law licensed to plead in court this double representation
is not necessary under the UPC system. However, due to
the fact that even single infringement or nullity proceedings
are highly complicated, combined proceedings will require
special co-operation between technically skilled patent attorneys and experienced litigation attorneys at law.
Current case law in Germany
Due to the fact that the introduction of the UP is not finally
decided upon and ratified yet and since in any case the German local divisions will play an important role in the future
of patent infringement proceedings in Europe, it is also important to keep the trends and developments in the current
case law in Germany in view.
Bifurcation – more generous suspension practice in the
future?
As already discussed, the attractiveness and effectiveness
of litigating patents in Germany is partly based on the bifurcated system. Due to the separation of infringement and
nullity proceedings, infringement proceedings can be dealt
with much quicker than in other jurisdictions because the
infringement courts do not have the competence to make a
decision on the validity of the patent in suit.

Only when there is a high probability that the patent in suit
is invalid will the German infringement courts be willing
and prepared to stay the infringement proceedings until the
nullity proceedings are decided. The requirements for such
a stay are high and only relevant if there is prior art clearly
affecting novelty. As a result, less than 5% of infringement
proceedings are stayed in practice. However, a recent decision of the German Federal Supreme Court (BGH) (decision
of 16 September 2014, docket no. X ZR 61/13 – “Kurznachrichten”) gives an indication that this practice may change
in the future so that the infringement courts might suspend
infringement proceedings in a more generous way. By doing so, the BGH is obviously trying to mitigate the unbalanced effects of the bifurcated system as currently practised
in Germany.
The return of the interim injunction in patent litigation
The assumed validity of the patent is also important for
the granting of an interim injunction. German courts are
reluctant to grant interim injunctions containing a cease
and desist order in patent infringement matters. Therefore
the German infringement courts, in particular the District
Court in Düsseldorf, are regularly not willing to grant an
interim injunction on the basis of a patent or utility model
whose validity has not been confirmed before in nullity or
opposition proceedings.
This principle is currently eroding due to the case law of the
District Court of Hamburg (decision of 27 November 2014,
docket no. 327 O 559/14 – “Hydraulikschlauchteil”). In this
case the court granted a cease and desist order by way of an
interim injunction. The court held that it would be sufficient
if the patentee has sent a warning letter to the infringer or
the court has set up an oral hearing so the infringer had the
opportunity to search for and submit prior art. This case law
has also been adopted by the District Court in the city of
Braunschweig. Taking this into account it is recommended
for a patent owner to file an application for an interim injunction preferably with the District Courts in Hamburg or
Braunschweig in the future.
Contributory patent infringement by acting abroad
According to a recent decision of the BGH (decision of 3
February 2015, docket no. X ZR 69/13 – “Audiosignalcodierung”), certain actions taken abroad might also constitute
an infringement of a patent in Germany under particular
circumstances. The BGH held that it is also regarded as a
delivery to Germany, and therefore as a contributory infringement of a German patent, if a party delivers means
relating to an essential element of an invention to a third
party outside of Germany and this party knows or should
have known that these means were forwarded by the third
party for use and distribution in Germany. This case law
gives patent owners the possibility to enforce their patents in
the future against more participants (distributors or manu-
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facturers located and acting abroad) in the supply chain than
before.
Doctrine of equivalence – new developments
The doctrine of equivalence had seemed to be no longer
relevant for the practice, but due to a current case being decided by the BGH the question arises whether the doctrine
of equivalence will have some kind of revival in Germany.
Generally there are three requirements to be met for equivalent infringement if there is no literal infringement:
• the alternative means must have an “equal effect” as compared with the feature of the patent claim which is not literally realised;
• the alternative means must be “obvious” to a skilled person
at the priority date; and
• the skilled person must consider the alternative means as
being “equivalent” to the claimed feature based on information in the patent.
In this context, it is decisive whether the thought processes
undertaken to reach the different solution are somehow
along the same lines as the patent, its claims, its description and/or its figures. In a recent case the BGH has now
ruled that an equivalent solution is not limited to alternative means indicated in the patent specification as explained
before (decision of 6 May 2014, docket no. X ZR 36/13).
The BGH particularly stated that equivalence could also be
found if the patent specification is silent about the different
solution. It remains to be seen what impact this ruling will
have in future cases.
Current developments of FRAND defence
Standard essential patents (SEPs) have been playing a central
role in recent patent disputes. In this context, the defendants often try to avoid an injunction to pay royalties under a licence on Fair, Reasonable and Non-Discriminatory
(FRAND) terms.
In principle, the European Court of Justice (ECJ) ruled that
the owner of an SEP who seeks injunctive relief against an
alleged infringer does not abuse a dominant position result-
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ing from the fact that the patent is an SEP as long as certain
requirements are met (decision of 16 July 2015, docket no.
C–170/13):
• Step 1: The owner of the SEP must inform the alleged infringer about the patent infringement.
• Step 2: If the alleged infringer is willing to take out a licence, the patent owner must provide a specific written
licence offer on the SEP on FRAND conditions.
• Step 3: The infringer must react in good faith and without
procrastination.
• Step 4: If the infringer does not accept the offer, they must
make a counteroffer in reasonable time on FRAND conditions.
• Step 5: If the patent owner does not accept the counteroffer,
the alleged infringer must – also for past use of the patent
– render account and provide security for the payment of
royalties.
It was a highly discussed and controversial issue how the
German courts would implement these guidelines by the
ECJ. The eagerly awaited first decision of the District Court
of Düsseldorf (decisions of 3 November 2015, cases no. 4a O
93/14 and 4a O 144/14 – “Sisvel v Haier”) has now resulted
in the first two judgments after the landmark decision of the
ECJ. In this decision the District Court of Düsseldorf held
that the FRAND defence raised by the alleged infringer was
not successful as it had not complied with the ECJ’s requirements set out above.
Summary
The UPC and the UP are currently still expectations for the
future, as final ratification by the required number of at least
13 EU Member States including the UK, France and Germany is still unsettled. At present, only nine countries have
so far ratified the respective agreement. However, due to the
uncertainties in connection with Britain’s withdrawal from
the EU, it is currently unclear if and when the new systems
will finally come into force. After decades of debate about
this system, it will be an important step into the future of
European patent prosecution and litigation.

